THIS OPINION WAS NOT WRITTEN FOR PUBLICATION

The opinion in support of the decision being entered today (1) was
not written for publication in a law journal and (2) i1s not binding
precedent of the Board.
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HEARD: December 2, 1996

Before, JOHN D. SM TH, WEl FFENBACH and WALTZ, Administrative
Patent Judges.

VEEI FFENBACH, Administrative Patent Judge.

DECISION ON APPEAL

The real party of interest in the above-identified
applications is Anal ogic Corporation, hereinafter the appellant.

The four above-identified appeals are directed to subject
matter relating to an x-ray tonography apparatus. In view of the
rel ati onship of the applications, as per appellant’s request, the
appeal s have been consolidated for consideration, decision, and
entry of an opi nion.

In each of the reissue applications, the exam ner has
rejected all of the clainms on the ground that the Conm ssioner of
Pat ents and Trademarks | acks authority to reissue the
applications under 35 U.S.C. §8 251, second paragraph. To the
extent indicated below, we will affirmthese rejections in Appeal
Nos. 96-2521, 96-2522 and 96- 2523 and reverse the rejection in
Appeal No. 96-0321. However, the clainms in each application
under appeal are subject to new grounds of rejection under 37 CFR

1. 196(b).
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Background

On May 22, 1990, Patent No. 4,928,283 issued to appel |l ant
with 11 clains directed to an x-ray tonography apparat us
conprising an el ongated patient table, neans for supporting the
table, a rotary fan beam x-ray tonography neans, and neans for
rotating the tonography nmeans around the table and noving the
t onogr aphy neans al ong a substantial portion of the table. The
patent was assigned to the appellant. Cdains 1, 2, 6 and 7 are
representative of the subject matter in the original patent
cl ai ms:

1. An x-ray tonography apparatus, conprising:

an el ongated patient table neans havi ng opposite ends;

a rotary fan beam x-ray tonography neans encircling the
patient table neans; and

means for supporting the table neans at opposite ends
t hereof and for supporting the tonography neans from underneath
and includi ng neans for noving the tonography neans al ong a
substantial portion of the table neans,

wherei n the tonography nmeans includes neans for causing at
| east a portion of the tonography neans to continuously rotate
around the table neans.

2. The apparatus of claim1l, wherein the tonography neans
conprises a nmultiplicity of nmenbers including an x-ray source, an
array of detectors, tonography electronics and at | east one neans
for supplying electrical power for the tonography neans.



Appeal No. 96-2521
Application 08/ 277,496

6. The apparatus of claim2, further conprising nmeans for
transmtting control and data signals to and fromthe tonography
means.

7. The apparatus of claim2, wherein the nmeans for
supplying electrical power are battery powered.

On August 9, 1991, appellant filed Application 07/744,112
seeking to reissue Patent No. 4,928, 283. Appellant added new
clains 12-24 to broaden the scope of the clains because the
inventor, Bernard M Gordon, realized that after review ng the
patent clains, the clainms did not cover all of the features
desired by the inventor or appellant. The alleged error was that
the patentee had clained | ess than he had a right to claimand
that the error ocurred by reason of the failure of the attorney
who prosecuted the patent, David W Gones, to appreciate “the
true nature and scope of the invention described in the original
application.”®

The exam ner allowed reissue application 07/744,112 with

original clainms 1-11 and new clainms 12-24. On May 14, 1992,

5'n paragraph 6 of the Declaration of David W Gomes In Support of the
Rei ssue Decl aration of Bernard M Gordon, M. Cones stated that he had
prepared and caused to be filed an anendnment to the original clains in the
application which issued as Patent No. 4,928,283 and that at the tine he filed
t he amendnent, he “did not appreciate the true nature and scope of the
i nvention described in the original application; and, thus, when [he] prepared
t he Amendnent, [he] did not prepare clains of broad enough scope to provide
the patent application to which the invention is properly entitled.”
(Application 07/744,112, Paper No. 1).
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appel l ant surrendered the original letters patent to the PTO
(Application 07/744,112, Paper No. 12). The issue fee was paid
on July 20, 1992. dains 12, 18 and 19 are representative of the

cl ai mred subject matter of the new cl ains:

12. An X-ray tonography apparatus conprising in
conmbi nati on

a support structure for supporting an el ongated patient
t abl e;

t onogr aphi ¢ scanni ng nmeans al so supported on said support
structure, said scanning neans including an X-ray source and X-
ray detection neans for detecting X-rays emtted by said X-ray
sour ce;

means for rotating said scanning means about a rotation axis
So as to circunscribe an inner region | arge enough to enconpass
said patient table with a patient thereon; and,

means for pivoting said scanning neans between a first
position wherein said scanning neans is rotatable so as to define
a scanni ng plane substantially nornmal to the el ongated direction
of said table, and a second position wherein said plane is
subtantially parallel to said elongated direction.

18. The apparatus of claim 12 further conprising battery
means for powering said apparatus.

19. The apparatus of claim 18 wherein said battery neans
conpri se rechargeabl e batteries.

On February 10, 1993, appellant filed Application 08/016, 004

(Appeal No. 96-0321) seeking to reissue the original patent
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(Patent No. 4,928,283). The application, according to appellant,
is a Rule 60 continuation reissue application of Application

07/ 744, 112. Application 08/ 016,004 included a new reissue

decl aration which included a copy of the reissue declaration
filed in Application 07/744,112 and a continuation reissue
application declaration signed by the inventor restating the
error which led to the filing of Application No. 07/744,112
(paragraphs 2-6) and addi ng new cl ai ns 12-28°% asserting a new

error which allegedly occurred after all owance of Application

07/ 744,112, nanely, the inventor had clained | ess than he had a
right to claimbecause clains drawn to additional features
regarding a pivoting neans for the scanner and a battery neans
for the x-ray source were required to cover enbodinents rel ated
to devel oping a commercial product of the invention. Cains 25
and 26 are representative of the subject matter added by new

cl ai rs 25-28:

25. An X-ray tonography apparatus for use with an el ongated
patient table, said apparatus conprising, in conbination:

SNew cl aims 12-24 are identical to clains 12-24 allowed in reissue
Application 07/744,112. Cains 25-28 were drawn to the additional features
di scussed in paragraphs 10-12 of the inventor’s continuation reissue
application declaration.
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t onogr aphi ¢ scanni ng neans, said scanni ng nmeans including an
X-ray source and X-ray detection neans for detecting X-rays
emtted by said X-ray source;

means for rotating said tonographic scanni ng neans about a
rotation axis so as to circunscribe an inner region | arge enough
to enconpass said patient table with a patient thereon;

support neans for supporting said tonography neans; and

means for pivoting said scanning neans, relative to said
support neans about a substantially vertical axis between a
first, scanning position wherein said scanning nmeans can be used
to scan a patient on the patient table, and a second, transport
position wherein said apparatus can be nore easily transported.

26. In an X-ray tonography apparatus conprising in
conbi nation (a) tonographic scanning nmeans including (i) an X-ray
source and (ii) X-ray detection neans for detecting X-rays
emtted by said X-ray source; and (b) neans for rotating said
scanni ng means about a rotation axis; the inprovenent conprising

battery nmeans for powering said X-ray source.

The error asserted by the inventor in paragraph 2 of the
continuation reissue application declaration was that “the
original patent is partly invalid by reason of ny claimng |ess
than I had the right to claimin the patent...” According to the
inventor, the error arose as foll ows:
10. After reviewing the original clains of US

Pat ent 4,928,283 and the allowed clains 12-24 in

[rei ssue Application No. 744,112], | concluded that

both the transportability and the rechargeabl e

batteries could be clainmed nore broadly than presented
in clains 1-24.
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11. Specifically, | determned that there were no
claims in the patent, nor the above-identified
application, which are broadly directed to an X-ray
apparatus in which the scanning neans is pivotal about
a vertical axis between a first position (in which the
scanning plane is at an angle other than “substantially
normal” to the elongated direction of the patient table
as defined in allowed claim12, or “substantially
normal” to the axis of linear novenent as defined in
all owed claim20) and a second position (in which the
scanning plane is at an angle other than “substantially
parallel” to the elongated direction of the patient
table as defined in allowed clains [sic] 12, or
“substantially parallel” to the axis of |inear novenent
as defined in allowed claim20). (See new claim25).

12. In addition, | determned that there were no
clains broadly to a tonography apparatus whose X-ray
source is powered by battery neans (claim 26), wherein
the battery neans are rechargeable batteries (claim27)
and the battery neans can al so be used to power the
data gat hering neans of the tonography apparatus (claim
28).
On February 16, 1993, counsel for appellant filed an anmendnent
entitled “AVENDMENT * C UNDER 37 CFR 81. 312 AFTER PAYMENT OF
| SSUE FEE” to add new clains 25-28 to all owed Application No.
07/ 744, 112. However, the exam ner refused to enter the anmendnent
pursuant to the provisions of 37 CFR 8§ 312 (Application
07/ 744, 112; Paper No. 15).

On August 16, 1993 in Application 08/ 016,004, counsel for
appel I ant added new cl ains 29-56 drawn to (i) using a
rechargeabl e battery to operate the scanner for at |east one

t onographi c scan (clainms 29-35 and 39), (ii) using wreless
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communi cations (clainms 36-49), and (iii) providing for a helical
scan (clains 38, 55 and 56). On the sane date, counsel also
filed a petition along with an anendnment entitled “AVENDVENT ‘ D
UNDER 37 CFR 81. 312 AFTER PAYMENT OF | SSUE FEE’ to add new cl ai ns
29-56 to allowed application 07/744,112. Although, the anmendnent
was received in the exam ning group on Septenber 13, 1993, the
day before Application 07/744,112 issued as Rei ssue Patent No.
34,379, the anmendnent was denied entry by the exam ner on
Septenber 29, 1993 (Application 07/744,112, Paper No. 20).

Clainms 29, 36 and 55 are representative of the subject matter

claimed in new cl ai ns 29-56:

29. In an X-ray tonography apparatus of the type
conprising: (a) an X-ray source; (b) X-ray detection neans for
detecting X-rays emtted by said X-ray source during a
t onogr aphi ¢ scan; and (c) tonographi c scanni ng neans for noving
at least the X-ray source during a tonographic scan; the
I nprovenent conpri sing:

power storage neans for storing sufficient energy for
powering said x-ray source during at |east one tonographic scan.

36. An X-ray tonography apparatus conprising (a) an X-ray
source; (b) X-ray detection neans for detecting X-rays emtted by
said X-ray source during a tonograhic scan; (c) tonographic
scanni ng neans for supporting at |east said X-ray source; (d)
support neans for supporting said tonographic scanni ng neans so
t hat said tonographic scanning neans is novable relative to said
support neans during a tonographic scan; and (e) comrunication
means, including first comrunication nmeans fixed relative to said
t onogr aphi ¢ scanni ng neans and second communi cation neans fixed
relative to said support neans, for establishing a wirel ess

9



Appeal No. 96-2521
Application 08/ 277,496

communi cation |link between said first communi cati on neans and
sai d second conmmuni cation neans so as to permt in use wreless
transm ssion of data therebetween.

55. In an X-ray tonography apparatus of the type conprising
(a) an X-ray source; (b) X-ray detection neans for detecting X-
rays emtted by said X-ray source; (c) tonographic scanni ng neans
for supporting at |east said X-ray source; and (d) support neans
for supporting said tonographic scanning neans so that said
scanning nmeans is rotatable about a rotation axis during a
t onogr aphi ¢ scan; wherein the inprovenent conprises:

means for noving said tonographi c scanni ng neans al ong said
rotation axis during a scan so that said tonographi c scanning
means provides a helical scan about said rotation axis.

Along with the anmendnent filed August 16, 1993 addi ng new
clains 29-56, counsel filed a supplenental reissue declaration
wherein the inventor asserted that

15. After filing [reissue Application No.
08/ 016, 004], as a part of the continuing devel opnent
wor k by Anal ogi ¢ Corporation on a commercial product
i ncorporating features disclosed in US Patent No.
4,928,283, a list of invention disclosures was first
devel oped by anot her enpl oyee of Anal ogic for the
pur pose of pursuing additional patent protection on
i nprovenents and additional features of the product not
previously disclosed in US Patent No. 4,928,283. As a
part of the effort to pursue maxi num patent coverage,
because of ny special perspective over the project, |
was asked by M. Kusner [new counsel for appellant who
has prosecuted all four reissue applications on appeal]
to assign sonme type of priority listing to these
features in order to insure that the nore inportant
cases are filed first. |In assigning priorities, |
deci ded to develop ny own |ist of concepts that |
t hought should be considered in filing new patent
appl i cations.

10
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16. |, accordingly, prepared the list of
inventions that | considered inportant in a nmenorandum

17. Having prepared the list, | now believe that
of great inportance is the utilization of an energy
storage nechanismto store the energy sufficient to
perform at | east one tonographic scan so as to
elimnate the need for a special power installation.
The concept of a stored energy systemin a high powered
CAT scanner is based on the realization that there is a
certain finite anount of peak energy that is required
to performa scan slice of a given image quality,
particularly with respect to photon noi se, regardl ess
of the time required to make a slice. Further, the
energy storage system needs to be capabl e of
accunul ati ng energy and delivering relatively high peak
power over a relatively short period of time during a
scan slice. As a result the energy storage system need
not be limted to a battery system but can include any
devi ce capabl e of accumul ating sufficient peak energy
to performat |east one tonographic scan. |
determ ned, with the help of M. Kusner, that there
were no clainms in the patent, or the above identified
rei ssue application [reissue Application No.

08/ 016, 004], which are broadly directed to a

t onographi ¢ X-ray apparatus conprising power storage
means for storing sufficient peak energy for powering
the X-ray source during at |east one tonographic scan.
(clains 29-35, 39 ...).

18. The system makes it possible to continuously
rotate the tonographic scanning neans ... [claim 35].
| also believe that the portable CAT scanner descri bed
in the patent has an advantage that the tonographic
scanni ng means noves relative to the patient table
making it possible to performhelical scans. (clains
33, 34, 38, ... 55 and 56) The scanni ng neans
preferably is noveable in the direction of its rotation
axis while scanning so that the patient table can
remain stationary. (claim56) This provides an
advant age, for exanple, when treating traunma patients.
| determned, with the help of M. Kusner, that there
were no clainms in the patent, or the above identified

11



Appeal No. 96-2521
Application 08/ 277,496

pendi ng rei ssue application, which are broadly directed
to these features.

20. | also believe that the use of wreless
communi cation nmakes it possible to elimnate data slip
rings. | also determned, with the help of M. Kusner,

that there were not clainms in the patent, or the above-

identified pending reissue application, which are

broadly directed to an X-ray tonographi c apparat us

conprising a wireless comruni cation system for

transmtting power control signals and/or data in

connection with a tonographic scan. (clains 36-49)

On July 19, 1994, pursuant to Rule 37 CFR 1.60, appell ant
filed three reissue applications: Reissue Application 08/ 277, 331,
Rei ssue Application 08/277,337; and Rei ssue Application
08/ 277,496. According to appellant, each application seeks to
rei ssue the original patent, Patent No. 4,928,283. W note,
however, that the original patent grant, at the tinme these
rei ssue applications were filed, had been surrendered and
rei ssued as Patent No. Re. 34,379. Appellant further designated
each of these applications as being divisional reissue
application of Reissue Application 08/016,004. Reissue
Application No. 08/277,331 contains only clainms 55 and 56 which
are identical to clains 55 and 56 in Reissue Application
08/ 016, 004 (on July 25, 1994, counsel for appellant cancelled
clains 50-54 in Application 08/ 016,004); Reissue Application
08/ 277,337 contains only clains 26-35 which are identical to

12



Appeal No. 96-2521
Application 08/ 277,496

clains 26-35 in Reissue Application 08/ 016, 004; and Rei ssue
Appl i cation 08/ 277,496 contains only clains 36-49 which are
identical to clainms 36-49 in Reissue Application 08/ 016, 004.°
On Septenber 22, 1994, the Ofice of the Assistant
Comm ssioner for Patents sent counsel for appellant a letter
regarding the 37 CFR § 1.177 status of the then pending reissue
applications. The letter nerely directed appellant’s attention
to 37 CFR § 1.177 noting the requirement by rule that al
di vi sional reissue applications nust issue sinmultaneously. The
| etter does not appear to indicate that the Conm ssioner has
rendered any deci sion as to whether the divisional applications
are directed to “distinct and separate parts of the thing

originally patented.”

The Rejections
All of the clains in each reissue application stand rejected
under the second paragraph of 35 U . S.C. § 251 because the reissue

application is not drawn to “distinct and separate parts of the

It is noted that clains 1-11 in each divisional reissue application
have not been properly amended. |In a prelinminary amendnent C, Paper No. 6 in
each divisional application, counsel for appellant directed the Ofice to
“cancel”, inter alia, claims 1-11. Since clainms 1-11 are original patent
claims, these clainms cannot be “canceled” in accordance with 37 CFR
§ 1.121(b). Counsel for appellant should have instructed the Office to
encl ose each of clains 1-11 in brackets as required by 37 CFR § 1.121(e).

13
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thing originally patented.” The clains also stand rejected on
the ground that the reissue declaration is defective because the
errors all eged cannot be the basis for filing a continuing or

di visional of the continuing reissue application since appellant
paid the issue fee in the initial reissue application and

accepted the allowed clains.?

Opinion

We have carefully reviewed the records of the reissue
applications which led to this appeal and the respective posi -
tions advanced by both the appellant and the exam ner. For the
reasons discussed infra, we wll sustain the examner’s
rejections to the extent that the divisional reissue applications
on appeal are not drawn to “distinct and separate parts of the
thing originally patented.” 1In addition, we will enter new
grounds of rejection under 35 U S.C. 8 101 in all of the reissue
applications on appeal pursuant to our authority under 37 CFR
§ 1.196(b).

The exam ner’s rejections appear to be based on a “directive

regarding the treatnment of ‘continuations’ of reissues to insure

8Al t hough the examiner did not state a statutory ground for this
rejection, for purposes of this decision we consider the rejection to be based
on 35 U.S.C. § 251.

14
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uniformty in the treatnment of these applications.” The
directive was reproduced on page 2 of the first Ofice action in
Appeal No. 96-0321 (Paper No. 6). According to the exam ner, the
“directive,” in pertinent part, states, that

If ... the multiple reissue applications
originating froma single original patent are not drawn
to “separate and distinct parts of the thing originally
pat ented”, the Conm ssioner |acks authority to permt
t he i ssuance of nore than a single reissue patent upon
surrender of a single letters patent.

In situations where the nmultiple reissue
applications based upon a single original patent are
not filed together, the second application is
frequently styled a “continuation application ....

If the first application has been all owed and
i ssues, inadvertently or otherw se, the subsequent
continuing application can be all owed upon petition and
paynment of the appropriate fee (37 CFR 1.177), provide
[sic] that (1) the requirenents for establishing
“error” under 35 USC 251 and 37 CFR 1. 175 have been
satisfied and (2) the petition established that the
second application is properly regards [sic, regarded]
as being for a “separate and distinct part of the thing
originally patented”.

However, if the first reissue application has
i ssued and the second application is not for a
“separate and distinct part of the thing originally
patented”, the second application should be rejected
under 35 USC 251, second paragraph, as being outside of
the Comm ssioner’s authority to reissue. Mbreover,
since applicant has paid the issue fee in the first
rei ssue and has accepted the allowed clains, it would
appear that the applicant cannot allege any error as a
basis for filing the “continuing” application, and a
rejection on this ground should al so be nade. [ Appeal
No. 96-0321, first Ofice action, pages 2 and 3, Paper
No. 6; enphasis in the original.]

15
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Appel | ant characterizes the directive as being a “secret”
directive and argues that it is not a proper basis for rejecting
the clains as a matter of |aw and of fact because no public
notice was given prior to inplenentation of the directive.

At the outset, we agree with appellant and hold that the
proper basis for rejecting clains is based on a matter of |aw and
of fact, and not on a directive. Rejections under 35 U S. C
8§ 251 are be made in accordance with the prevailing | aw as
dictated by the particular facts of record in the reissue
application. The Conmm ssioner has authority under 35 U S. C
8§ 251 to reissue patents based on continuing and divi sional
rei ssue applications provided the reissue applicant neets the
requi renents of 8 251. The statute is renedial in nature. |Inre
Wl lingham 282 F.2d 353, 354, 127 USPQ 211, 212 (CCPA 1960). W
find no reason on this record or under the reissue statute why
appel l ant could not properly assert an error in a continuing
rei ssue application even after the issue fee had been paid in the
parent reissue application. In a recent decision by our
reviewi ng court, the court held that no different burden is
pl aced on divisional or continuing reissue applications than on
non-rei ssue divisional or continuing applications and that it was

i nproper to reject a continuing reissue application on the ground

16
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that the original patent had been surrendered and reissued. 1In
re Graff, 111 F.3d 874, 876, 42 USPQ2d 1471, 1473 (Fed. Cr
1997). Thus, to the extent that the examner’'s rejection is
based on the ground that appellant’s reissue declaration is
defective because the errors alleged cannot be a basis for filing
a continuing or the divisional reissue applications since
appel l ant all owed the parent reissue application to issue, we
reverse

Not wi t hst andi ng the above noted directive, we find that
under the reissue statute the Comm ssioner does |lack authority to
permt the issuance of nore than one reissue patent where
mul ti ple reissue applications originating froma single original
patent are not drawn to “separate and distinct parts of the thing
originally patented.” The second paragraph of 35 U S.C. § 251
provi des:

The Comm ssioner nay issue several reissued patents for

distinct and separate parts of the thing patented, upon

demand of the applicant, and upon paynent of the

required fee for a reissue for each of such reissued
patents. [Enphasis ours.]

The neani ng of the expression “distinct and separate parts” is
not defined by the statute nor does the |egislative history
provi de any gui dance as to the neaning of the expression.

However, under the rule making authority of the Comm ssioner, 35

17
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US. C 8 6, the Comm ssioner has pronulgated rule 37 CFR § 1. 177
pertaining to divisional reissue applications:

The Comm ssioner may, in his or her discretion, cause
several patents to be issued for distinct and separate
parts of the thing patented, upon demand of the
applicant, and upon paynent of the required fee for
each division. Each division of a reissue constitutes
the subject of a separate specification descriptive of
the part or parts of the invention clained in such

di vision; and the drawi ngs may represent only such part
or parts, subject to the provisions of 881.83 and 1. 84.
On filing divisional reissue applications, they shal

be referred to the Comm ssioner. Unless otherw se
ordered by the Comm ssioner upon petition and paynent
of the fee set forth in 81.17(i)(1), all the divisions
of areissue wll issue sinmultaneously; if there be any
controversy as to one division, the other will be

wi thheld fromissue until the controversy is ended,

unl ess the Comm ssioner shall otherw se order.

[ Enphasi s ours. |

The expression “distinct and separate parts of the thing
patented” by the rule appears to pertain to restrictable subject
matter, i.e. subject matter which is ordinarily found in
di visional applications followng restriction by the exam ner or
vol untary division of the invention by the patent applicant.
Section 1450 of the Manual of Patent Examining Procedure®
states that the exam ner may not require restriction in a reissue
application. Such a restriction is entirely at the option of the

rei ssue applicant. Accordingly, the reissue applicant nmay file

SManual of Patent Examining Procedure, 6th Edition, Rev. 2, July 1996.

18
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mul tiple reissue applications directed to “distinct and separate
parts of the thing patented.” However, under the statute, it
woul d appear that the exam ner may reject such an application
under the second paragraph of 35 U S.C. §8 251 if he or she finds
that the subject matter of a continuing or divisional reissue is
not “distinct and separate parts of the thing patented.” Such is
t he case before us.

Section 802.01 of the Manual of Patent Examining Procedure!®
defines the term“distinct” as neaning “two or nore subjects as
di scl osed are related, for exanple, as conbination and part
(subconbi nation) thereof, process and apparatus for its practice,
process and product made, etc., but are capable of separate
manuf acture, use, or sale as clainmed, AND ARE PATENTABLE (nove
and unobvi ous) OVER EACH OTHER (though they may each be
unpat ent abl e because of prior art).” \Were several inventions
clainmed are related, but not patentably distinct as clained,
restriction is never proper (Section 808.02 of the Manual of
Patent Examining Procedure!?).

The term “separate” is defined in Section 808.02 of the

Manual as foll ows:

10] g.

I 4.
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Where the related inventions as clained are shown
to be distinct ..., the examner, in order to establish
reasons for insisting upon restriction, nust show by
appropriate expl anation one of the foll ow ng:

(1) Separate classification thereof:

This shows that each distinct subject has attained
recognition in the art as a separate subject for
inventive effort, and also a separate field of search
Pat ents need not be cited to show separate
classification.

(2) A separate status in the art when they are
classified together:

Even though they are classified together, each
subj ect can be shown to have forned a separate subject
for inventive effort when an explanation indicates a
recognition of separate inventive effort by inventors.
Separate status in the art may be shown by citing
patents which are evidence of such separate status, and
al so of a separate field of search

In the final rejection, the exam ner concluded that “[w] ere these
claims [i.e. clainms 25-49, 55 and 56] set forth in the ‘original
application [presumably the application which issued as Patent

No. 4,928,283], a restriction requirenment would not have been
proper” (final rejection, paragraph 3, Paper No. 13). Appellant
argues that the clains are distinct and separate because the
subject matter defined in each of the clains is capable of
separate manufacture, use or sale and that clainms 25-35, clains
36-49, and clainms 55 and 56 would not infringe any of clains 7, 6

and 1, respectively, so as to negate any doubl e patenting.
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The exam ner has not provided any analysis of the record or
presented any reasons as to why the newclains if presented in
the original patent application would not have been restrictable
or why the subject matter defined by added clains 25-49, 55 and

56 do not constitute “distinct and separate parts of the thing

patented.” However, we find anple evidence of record which would
support the rejection. Accordingly, we will affirmthe

exam ner’s rejection in Appeal Nos. 96-2521, 96-2522 and 96- 2523
for reasons herein below. However, because our affirmance of the
examner’s rejection is based on a rationale not advanced by the
exam ner, we denom nate our affirmance as a new ground of
rejection under 37 CFR 8§ 1.196(b).

Appel lant’s original clainms and all newy added clains set
forth in the reissue patent and rei ssue applications are al
directed to the sane statutory class of invention, nanely, a
machine, i.e., a x-ray tonography apparatus. See 35 U S.C
8 101. Thus, there can be no distinctness based on different
statutory class of invention, e.g. product/apparatus or
process/ appar at us, etc.

Al'l of appellant’s clains are directed to rel ated subject
matter, and if clainms 1-49, 55 and 56 had been presented in the

original patent application, we find that a restriction would not
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have been nmade. According to appellant, the subject matter
cl ai med has been divided into four parts, i.e. divisions of the
thing patented (original patent clains 1-11 and rei ssue patent
clains 12-24), nanely, (i) a tonography scanni ng neans conbi ned
with a pivoting nmeans which allows the tonography neans to pivot
bet ween a scanni ng position and a transport position (claim25,
Appeal No. 96-0321), (ii) a tonography scanni ng neans conbi ned
wth a battery (clains 26-35, Appeal No. 96-2522 ), (iii) a
t onogr aphy scanni ng nmeans conbi ned with a comruni cati on nmeans
(clainms 36-49, 96-2521) and (iv) a tonobgraphy scanni ng neans
conbined with a neans to provide for a helical scan (clains 55
and 56, Appeal No. 96-2523). Appellant argues that restriction
woul d have been i nposed

...on the ground that each class of clainms: pivoting

means, independent power supply [battery], wreless

transm ssion of data, and helical scanning by noving

t he scanni ng neans, constitutes a distinct inprovenent

in the x-ray tonography art. Each of the classes of

enbodi nents can be considered to be a subconbination

i nvention: the enbodi nents may be used together in a

singl e conmbi nati on and they can be used separately.

Such subconbi nations are usually considered to be

distinct fromeach other [footnote omtted]. [Brief,

par agr aph bridgi ng pages 21 and 22.]
We do not agree with appellant’s restriction theory. Restriction
is not based on inprovenents in the art, but on a finding that

the cl ai nmed subject nmatter as grouped is distinct and separate.
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Al though the clains are directed to related subject matter,
we do not find the clainmed subject nmatter to be “distinct.”
Contrary to appellant’s argunent, the clains on appeal are not
directed to a conbinati on and subconbination. All of appellant’s
clainms are drawn to conbinations, i.e. a tonography scanni ng
means conbined with a pivotal neans, battery, communication neans
and/ or neans for providing a helical scan. There are no clains

in any of the appeal ed applications directed only to the

particul ar subconbi nation, nanely, the pivotal neans, the
battery, the communi cation neans, or the nmeans for a helical scan
means. Accordingly, distinctness cannot be predicated on
conbi nat i on/ subconbi nati on

Even assuming that the inventions are distinct, for
restriction, it also nust be shown that the related inventions
have acquired a separate status in the art. On this record, no
separate classification or separate field of search has been
established for the four classes identified by appellant. First,
each of the divisional reissue applications herein are classified
in the sanme class and subclass. Second, there is no evidence of
record to show that the subject matter clained in each of the
di vi sional applications has acquired a separate status in the

art.
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There are other reasons which we find do not render the
subject matter clained in the divisional applications to be
distinct and separate. There are original patent clainms and
rei ssue patent clains directed to the subject matter of the
di vi sional reissue applications on appeal which appellant has not
grouped with claim25 and any of clainms 26-35 and cl ai ns 36-49.
Clainms 1-24 include clainms which recite a tonography neans
conbined with a battery or electrical power neans which are not
grouped with clains 26-35. See in particular, original patent
claims 2-9 and reissue clains 18, 19, 21 and 22 which define a
t onogr aphy appar atus havi ng tonography scanni ng neans conbi ned
with an el ectrical power neans or battery (including a
rechargeabl e battery). Also, claim6 is directed to a tonography
scanni ng nmeans conbined wth a comuni cation neans. This claim
has not been grouped with clainms 36-49 in Appeal No. 96-2521. In
addition, there are several linking clains. Cains 6 and 39 |ink
the electrical power neans with the comuni cati on neans, claim 34
links the battery conbination wth helical scanning, and claim 38
links the helical scan with a wireless comuni cati on neans.

These clains |link together the subject matter which appell ant

asserts is distinct and separate.
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Thus, for the reasons given above, we find that if the
subject matter of clains 1-49, 55 and 56 had been presented in
the original application for patent, the exam ner would not have
made a restriction. Accordingly, we sustain the exam ner’s
rejection under 35 U.S.C. 8 251 to the extent it is based on the
ground that the clainmed subject matter in each divisional reissue
application is not directed to “distinct and separate parts of
the thing patented.” Wile we affirmthe decision of the
exam ner rejecting the clains in each of the divisional reissue
applications under 35 U. S.C. § 251, we enter the foll ow ng new
grounds of rejection under the provisions of 37 CFR 1.196(b) in

each of the reissue applications.

New Grounds of Rejection Under 37 CFR § 1.196(b)

Application 08/ 016,004

1. dains 1-24 are rejected under 35 U.S.C. § 101 as
claimng the sane invention as that of clains 1-24 of Reissue
Patent No. Re. 34,379. This is a statutory doubl e patenting
rejection. This statutory double patenting rejection can be

overcone by making a proper supplenental reissue oath or
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declaration to reissue Patent No. Re. 34,379 and surrendering the
original reissue patent.!?

2. Clains 26-35 are provisionally rejected under 35 U S. C
8§ 101 as claimng the sanme invention as that of clains 26-35 in

copendi ng Application 08/ 227,331. This is a provisional double

patenting rejection since the conflicting clains have not in fact
been pat ent ed.

3. Cains 36-49 are provisionally rejected under 35 U S. C
8§ 101 as claimng the sanme invention as that of clains 36-49 in

copendi ng Application 08/ 227,496. This is a provisional double

patenting rejection since the conflicting clains have not in fact
been pat ent ed.

4. Cains 55 and 56 are provisionally rejected under 35
US C 8 101 as claimng the sane invention as that of clains 55

and 56 in copending Application 08/227,337. This is a

provi si onal double patenting rejection since the conflicting
claims have not in fact been patented.

Application 08/ 227, 331

Clains 55 and 56 are provisionally rejected under 35 U S. C

8§ 101 as claimng the same invention as that of clainms 55 and 56

20n page 14 of the Brief in Appeal No. 96-0321, appellant indicated its
willingness to surrender the original reissue patent (Patent No. Re. 34,271).
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i n copendi ng Application 08/016,004. This is a provisional

doubl e patenting rejection since the conflicting clainms have not
in fact been patented.

Application 08/ 277, 337

Clains 26-35 are provisionally rejected under 35 U S. C
8 101 as claimng the sanme invention as that of clains 26-35 in

copendi ng Application 08/ 016,004. This is a provisional double

patenting rejection since the conflicting clains have not in fact
been pat ent ed.

Application 08/ 277,496

Clains 36-49 are provisionally rejected under 35 U S. C
8 101 as claimng the sanme invention as that of clains 36-49 in

copendi ng Application 08/ 016,004. This is a provisional double

patenting rejection since the conflicting clains have not in fact

been pat ent ed.

Other Issues - Repatentability of Claims
On return of these applications, the exam ner should al so
consider the follow ng matters:
1. Wth regard to at least clains 1, 55 and 56, the
exam ner should consider the patentability of these clains over

Mori. Mori discloses a tonography device having a fan-beam x-ray
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which helically rotates around patient M See Figs. 1-3. Mor
di scl oses that

the patient Mis continuously transported by the
drive control circuit 18 for table couch while the fan-
beam FB continuously rotates and data is acquired. The
patient Mis transported by a distance of “P’” nm al ong
t he | ongi tudi nal axis thereof upon one rotation of the
fan-beam W¢th this construction, the sane effect can
be realized as in the case wherein the fan-beamrotates
around the patient Mwhich [the patient] is rennined
stationary while it [the fan-bean] is subject to
paral |l el novenent along the |ongitudinal axis.
Consequently, the fan-beamhelically rotates around the
patient Mand acquires data (this rotation is so-called
“helical scanning”). [Colum 3, |ines 40-65; enphasis
ours. |

Thi s passage appears to suggest that the scan can be acconpli shed
by nmoving either the tonography device or the table on which the
patient is |ying.

2. New clains 26-35, 55 and 56 are in the Jepson format.
See Ex parte Jepson, 1917 Dec. Commir Pat. 62 (Commir Pat. 1917);
37 CFR 8 1.75(e). Wen the Jepson format is used, an applicant
inpliedly admts that the subject matter recited in the preanble
up to the phrase "the inprovenent wherein"” is old and known in
the art. In re Ehrreich, 590 F.2d 902, 909-910, 200 USPQ 504,
510 (CCPA 1979). Appellant appears to be admtting that an x-ray
t onogr aphy apparatus conprising in conbination a tonography

scanni ng nmeans having an x-ray source and an x-ray detection
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means, and neans for supporting the scanning neans and for
rotating the scanni ng neans about a rotation axis are known in
the art. The exam ner should consider the patentability of the
clainms in each of the reissue applications in |ight of

appel lant’s adm ssions and the prior art.

Conclusion

The decision of the examner is affirmed with respect to
Appeal Nos. 96-2521, 96-2522 and 96-2523 al beit for reasons
different fromthose advanced by the exam ner. The exam ner’s
decision in Appeal No. 96-0321 is reversed. Any request for
reconsi deration or nodification of this decision by the Board of
Pat ent Appeals and Interferences based upon the same record nust
be filed within ONE MONTH from the date of the decision. 37 CFR
8 1.197.

Wth respect to the new rejections under 37 CFR § 1.196(b),
shoul d appellant elect the alternate option under that rule to
prosecute further before the exam ner by way of anendnent or
show ng of facts, or both, not previously of record, a shortened
statutory period for maki ng such response is hereby set to expire
TWO MONTHS fromthe date of this decision. |In the event

appellant elects this alternate option, in order to preserve the
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right to seek review under 35 U.S.C. 8§ 141 or 145 wth respect to
the affirmed rejection, the effective date of the affirmance is
deferred until conclusion of the prosecution before the exam ner
unless, as a nere incident to the limted prosecution, the
affirmed rejection i s overcone.

| f the appellant el ects prosecution before the exam ner and
this does not result in allowance of the application, abandonnent
or a second appeal, this case should be returned to the Board for
final action on the affirmed rejection, including any tinely
request for reconsideration thereof.

No time period for taking any subsequent action in
connection with this appeal nmay be extended under 37 CFR

§ 1.136(a).
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The deci sion of the exam ner

application is REMANDED to the exam ner

§ 1.196(b).

AFFIRMED

JOHN D. SM TH
Adm ni strative Patent Judge)

)
)

)
CAMERON WEI FFENBACH )
Adm ni strative Patent Judge)

)
)

)
THOVAS A. WALTZ
Adm ni strative Patent Judge)
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